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1 . Claims 1-12,14-19 have been canceled. 
Claims 13 and 20-24 are pending. 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 13 and 20, drawn to a protein and pharmaceutical compositions of said 
protein, classified in classes 530 and 514, subclasses 350 and 2, respectively. 

II. Claims 21-23, drawn to antibodies, classified in class 530, subclass 387.9. Claims 
22-23 will be examined with Group tH to the extent that they read on antibodies. 

III. Claims 22-23, drawn to antagonists, classified in class 530, subclass 300. 

IV. Claim 24, drawn to a method of treating cancer with an antagonist, classified in 
class 514, subclass 2. 

3. The inventions are distinct, each from the other because of the following reasons: 
Inventions of Groups I-III are structurally and functionally different products which are 

made by different methods and have different uses. The examination of all groups would require 
different searches in the U.S. Patent Shoes and the scientific literature and would require the 
consideration of different patentability issues. 

The products of Groups II and III and the method of Group IV are related as product and 
process of use. The inventions can be shown to be distinct if either or both of the following can 
be shown: (1) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the antagonist of Group 
III (for example, an antibody of Group II) can be used in in vitro diagnostic assays. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and recognized divergent 
subject matter and because the searches required for the groups are not co-extensive, restriction 
for examination purposes as indicated is proper. 




Application/Control Number: 09/162,597 Page 3 

Art Unit: 1642 

5. During a telephone conversation with Leanne Price on March 25, 1999 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 13 and 20. 
Affirmation of this election must be made by applicant in responding to this Office action. Claims 
21-24 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a diligently-filed petition under 37 

CFR 1 .48(b) and by the fee required under 37 CFR 1.17(h). 

7. Claim 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The recitation "having" is vague and indefinite. It is unclear if the recitation is to be 
interpreted as open language ("comprising") or closed language ("consisting of). 

8. Claim 20 is rejected under 35 U.S.C. 112, first paragraph, because the specification, while 
being enabling for "compositions comprising the protein having the amino acid sequence of SEQ 
ID NO:3 in conjunction with a suitable pharmaceutical carrier," does not reasonably provide 
enablement for claims broadly drawn to "pharmaceutical compositions comprising the protein 
having the amino acid sequence of SEQ ID NO: 3 in conjunction with a suitable pharmaceutical 
carrier." The claim limitation "Pharmaceutical composition" is broadly interpreted to read on a 
composition effective in the in vivo treatment of humans. The identification of such compositions, 
for in vivo human therapy, is highly experimental and unpredictable. The specifications has 
identified no biological activity whatsoever of the protein comprising the amino acid sequence of 
SEQ ID NO: 3 and does not exemplify the use of said protein as a therapeutic. Absent such 
information, it is highly unpredictable that such a composition would have effectiveness as an in 
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vivo therapeutic and one skilled in the art would not be able to practice the claimed invention 
without undue experimentation. Thus, due the unpredictability of therapeutics in general and in 
absence of any guidance and/or working examples concerning the specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly connected, to 
practice the invention commensurate in scope with these claims. 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claim 13 is rejected under 35 U.S.C. 102(a) as being anticipated by Lehninger (1974 
Biochemistry textbook, p. 962). Tables 34-1 and 34-3 disclose single amino acid residues that are 
the same as the claimed "fragments thereof 5 of the "protein comprising the amino acid sequence 
ofSEQ ID NO:3." 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Nancy A. Johnson, Ph.D. whose telephone number is (703) 305-5860. The 
examiner can normally be reached on Monday-Friday from 8:30-5:00. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Paula Hutzell, can be reached 
on (703) 308-43 10. The fax number for the group is (703) 308-4242. Any inquiry of a general 
nature or relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 
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